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DETAILED ACTION 

1 . Applicant's request for reconsideration of the finality of the rejection of the last Office 
action is persuasive and, therefore, the finality of that action is withdrawn. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 30, 3 1, 35, are 36 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Instant claims 30, 3 1, 35, 36 mention "the first element", which lacks antecedent basis. 
The examiner suggests replacing "the first element" with Pt. 
Appropriate correction is required. 

Claim Objections 

4. Claim 36 is objected to because of the following informalities: claim 36, which contains 
the open phrase "includes", is dependent on claim 35, which contains the phrase "consisting 
essentially of 5 . The examiner suggests changing "includes" to "consisting essentially of type 
claim language. Appropriate correction is required. 
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Claim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

7. Claims 1, 4, 5, 14-23 are rejected under 35 U.S.C. 102(b) as being anticipated by JP 
2000-104141 (JP'141). 

JP'141 teaches a Pt based alloy excellent in corrosion resistance and biocompatability, 
and used for jewelry as well as in the medical field, especially in the field of dental prosthesis 
(see translation, [0001]). JP' 141 teaches the biological toxicity is eliminated due to presence of 
Pt (see Derwent abstract), and said alloy can be (generally) used in embedding in the human 
body (see Derwent abstract). JP'141 teaches alloys within the presently claimed ranges of Pt, Cr, 
and Fe (see Table 1 of JP' 141, said examples will herein be referred to as ex 4, ex 5, ex 6): 



ex 4 



ex. 5 



ex. 6 





at% 


wt% 


Pt 


29 


58.8% 


Cr 


5 


2.7% 


Fe 


65.5 


38.0% 


Mo 


0.5 


0.5% 


nb 


0 


0.00% 


Si 


0 


0.00% 






at% 


wt% 


Pt 


28 


57.3% 


Cr 


7 


3.8% 


Fe 


63.5 


37.2% 


Mo 


0 


0.0% 


nb 


1.5 


1.46% 


Si 


0.5 


0.15% 






at% 


wt% 


Pt 


25 


53.9% 


Cr 


10 


5.7% 
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Fe 


64.5 


39.8% 


Mo 


0 


0.0% 


nb 


0.5 


0.51% 


Si 


0 


0.00% 



Concerning instant claim 5, 58.8wt% Pt as taught by ex 4 of JP' 141 is held to be within 
the scope of greater than about 60wt% Pt, likewise 2.7 is held to be within the scope of about 
3wt% Cr. 

Concerning instant claims 14-21, because the alloy taught by JP'141 falls within the 
presently claimed compositional ranges, then substantially the same properties, such as pitting 
resistance, hardness, UTS, density, phase structure, are expected to occur. Where the claimed 
and prior art products are identical or substantially identical in structure or composition, or are 
produced by identical or substantially identical processes, a prima facie case of either 
anticipation or obviousness has been established. In re Best, 562 F.2d 1252, 1255, 195 USPQ 
430, 433 (CCPA 1977). "When the PTO shows a sound basis for believing that the products of 
the applicant and the prior art are the same, the applicant has the burden of showing that they are 
not." In re Spada, 91 1 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). Therefore, if the 
prior art teaches the identical chemical structure, the properties applicant discloses and/or claims 
are inherently present. 

Concerning claims 22 and 23, as stated above, JP'141 teaches said alloy can be implanted 
as a dental prosthesis. 

Because JP' 141 teaches examples of Pt alloys that fall within the presently claimed 
alloying ranges (and wherein said alloys are used for various medical devices, see above), it is 
held that JP' 141 anticipates the presently claimed invention. 
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8. Claims 1, 4-9, 13-21 are rejected under 35 U.S.C. 102(b) as being anticipated by JP 61- 
076634 (JP'634). 

JP'634 teaches a Pt alloy used for medical equipment and accessories (see Derwent 
abstract), wherein said alloy comprises (in wt%): 0.1-5% Ru, 2-15% Fe, Cr, and Co (abstract). 
JP'634 further teaches an example with 2% Fe, 5% Cr, 3% Ru, and 90% Pt (see p 196, ex. e), 
which falls within the instant claim ranges (cl. 1, 4-9, 13). 

Concerning claims 14-21, because the alloy taught by JP'634 falls within the presently 
claimed compositional ranges, then substantially the same properties, such as pitting resistance, 
hardness, UTS, density, phase structure, are expected to occur (see above discussion). Therefore, 
if the prior art teaches the identical chemical structure, the properties applicant discloses and/or 
claims are inherently present. Because JP'634 teaches examples of Pt alloys that fall within the 
presently claimed alloying ranges (and wherein said alloys are used for various medical devices, 
see above), it is held that JP'634 anticipates the presently claimed invention. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. . 

10. Claims 5-7, 10-11, 14-21, 24-26 rejected under 35 U.S.C. 103(a) as being unpatentable 
over JP' 141. 

JP'141 is discussed in paragraphs above. 
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Concerning claims 5-7, JP'141 teaches broad ranges of: 17-37at% Pt, 0-25at% Cr, 38- 
83at% Fe; which are equivalent to: 41.7-67.8wt% Pt, 0-12.2wt% Cr, 19.9-58. 3wt% Fe, which 
overlap the presently claimed alloying ranges (67.8 is held to be "about 70"). 

Overlapping ranges have been held to be a prima facie case of obviousness, see MPEP § 
2144.05. It would have been obvious to one of ordinary skill in the art to select any portion of the 
range, including the claimed range, from the broader range disclosed in the prior art, because the 
prior art finds that said composition in the entire disclosed range has a suitable utility. Because 
JP'141 teaches an overlapping Pt-Cr alloy, it is held that JP'141 has created a prima facie case of 
obviousness of the presently claimed invention. 

Concerning claims 10-1 1, JP' 141 teaches that Ni can be present, in an amount of up to 
25wt% (combined w Cr and Co, abstracts, [002]), which falls within the presently claimed range. 

Concerning claims 14-21, the examiner asserts that where the claimed and prior art 
products are identical or substantially identical in structure or composition, or are produced by 
identical or substantially identical processes, a prima facie case of either anticipation or 
obviousness has been established. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 
1977). "When the PTO shows a sound basis for believing that the products of the applicant and 
the prior art are the same, the applicant has the burden of showing that they are not." In re Spada, 
91 1 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). Therefore, if the prior art teaches 
the identical chemical structure, the properties applicant discloses and/or claims are necessarily 
present. The prima facie case can be rebutted by evidence showing that the prior art products do 
not necessarily possess the characteristics of the claimed product. In re Best, 562 F.2d at 1255, 
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195 USPQ at 433. See also Titanium Metals Corp. v. Banner, 778 F.2d 775, 227 USPQ 773 
(Fed. Cir. 1985), see MPEP 2112.01. 

Concerning claims 24-26, though JP' 141 does not mention said biocompatible Pt alloy is 
in the form of the particular medical instrument or device substantially as presently claimed, it 
would have been obvious to one of ordinary skill in the art to form the Pt alloys taught by the 
prior art of JP' 141, into a variety of instruments or devices used in the medical field (including 
clamp, needle, cutting element, etc.), because JP' 141 teaches said Pt based alloy excellent in 
corrosion resistance and biocompatability, and wherein the biological toxicity is eliminated due 
to presence of Pt (see Derwent abstract). 

11. Claims 27, 30-33 are rejected under 35 U.S.C. 103(a) as being unpatentable over JP'141 
in view of "Metals Handbook Desk Edition", p 54, 362-365 (as a teaching reference). 

JP' 141 is discussed in paragraphs above. JP' 141 teaches using said Pt alloy as a medical 
device, etc. 

Concerning claims 27, 30, 31, JP'141 teaches broad ranges of: 17-37at% Pt, 0-25at% Cr, 
38-83at% Fe and small amounts of C (see abstract, etc.); which are equivalent to: 41.7-67.8wt% 
Pt, 0-12. 2wt% Cr, 19.9-58. 3wt% Fe, which overlap the presently claimed alloying ranges (67.8 
is held to be "about 70"). The instant claims are drawn to a an alloy comprising greater than 
50wt% Pt and a stainless steel. The addition of a stainless steel to said Pt alloy is held to met by 
the addition of the (separate) components of a stainless steel, namely, Fe, Cr, and C (see "Metals 
Handbook Desk Edition", p 54). Additionally, the examiner points out that the instant claim does 
not specify a ratio of said components nor does said claim contain closed claim language 
(excluding excess Cr or Fe, beyond the ratio typical of a stainless steel etc.). Because JP'141 
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teaches an alloy that comprises said components, wherein said Pt alloy is additionally used as a 
medical device, it is held that JP' 141 has created a prima facie case of obviousness of the 
presently claimed invention. 

Overlapping ranges have been held to be a prima facie case of obviousness, see MPEP § 
2144.05. It would have been obvious to one of ordinary skill in the art to select any portion of the 
range, including the claimed range, from the broader range disclosed in the prior art, because the 
prior art finds that said composition in the entire disclosed range has a suitable utility. 

Concerning claims 32, JP'141 teaches that Cr is present (abstract, etc), as well as up to 
25at% Mo (abstracts, [002]), which falls within the scope of the instant claim. 

Concerning claims 33, the examiner asserts that where the claimed and prior art products 
are identical or substantially identical in structure or composition, or are produced by identical or 
substantially identical processes, a prima facie case of either anticipation or obviousness has 
been established (see above discussion). If the prior art teaches the identical chemical structure, 
the properties applicant discloses (such as phase structure) and/or claims are expected to be 
present. 

12. Claims 14-21, 24-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
JP'634. 

JP'634 is discussed in paragraphs above. 

Concerning claims 14-21, the examiner asserts that where the claimed and prior art 
products are identical or substantially identical in structure or composition, or are produced by 
identical or substantially identical processes, a prima facie case of either anticipation or 
obviousness has been established. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 
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1977). Therefore, if the prior art teaches the identical chemical structure, the properties applicant 
discloses and/or claims are necessarily present, see discussion above, MPEP 21 12.01. 

Concerning claims 24-26, though JP'634 does not mention said biocompatible Pt alloy is 
in the form of the particular medical instrument or device substantially as presently claimed, it 
would have been obvious to one of ordinary skill in the art to form the Pt alloys taught by the 
prior art of JP'634, into a variety of instruments or devices used in the medical field (including 
clamp, needing, cutting element, etc.), because JP'634 teaches said Pt based alloy can be used in 
medical equipments and accessories (Derwent abstract). 

13. Claims 1, 3-7, 13-26, 41,44-47, 51-59 are rejected under 35 U.S.C. 103(a) as being 
obvious over Matsui et al (US 5,161,972). 
/ Matsui teaches a Pt alloy for dental prosthesis (column 7 lines 25-27, 47-56) said alloy 

comprising: 33-47at% Pt, 0. l-10at % Cr, Mo, 43-66.9at% Fe (column 7 lines 48-56); which 
converts to approx. 63.2-75.8wt% Pt, 0.1-4.3wt% Cr, Mo, 19.9-36.7wt% Fe, which overlaps the 
presently claimed ranges of Pt, Cr, Mo, and Fe (cl. 1,3-7, 13, 41, 44-47, 51). 

Concerning claims 14-21, 52-59, as stated above, if the prior art teaches the identical 
chemical structure, the properties applicant discloses and/or claims are expected to be present, 
see discussion above, MPEP 2112.01. 

Concerning claims 22 and 23, Matsui teaches said alloy is formed into a dental prosthesis 
(column 7 line 26). 

Concerning claims 24-26, though Matsui does not mention said biocompatible Pt alloy is 
in the form of the particular medical instrument or device substantially as presently claimed, it 
would have been obvious to one of ordinary skill in the art to form the Pt alloys taught by the 
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prior art of Matsui, into a variety of instruments or devices used in the medical field (including 
clamp, needing, cutting element, etc.), because Matsui teaches said Pt based alloy has very high 
corrosion resistance (column 3 lines 41-42, see also examples) when used in a biocompatible 
environment. 

Allowable Subject Matter 

14. Claims 28 and 29 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

75. Claims 35 and 36 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to include all of the limitations of 
the base claim and any intervening claims. 

16. The prior art does not teach or suggest the particular addition of a 300 or 3 16 stainless 
steel to a platinum alloy with >50wt% Pt (see prior art of record, "Metals Handbook Desk 
Edition" for known 300 type stainless steels), substantially as set forth in instant claims 28 and 
29. Additionally the prior art does not teach or suggest an alloy with >50% Pt that "consists 
essentially of a stainless steel, Cr, and Mo (instant claim 35). 

17. Claims 12 and 50 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

The closest prior art, JP' 141 (see also "ASM Handbook: Vol 2"), does not teach or 
suggest a Pt alloy complete with the presently claimed alloying elements, substantially as set 
forth in claims 12 and 50. 
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18. Claims 48 and 49 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

The closest prior art, Matsui, does not teach or suggest a Pt alloy complete with the 
presently claimed ranges of Pt, Cr, Mo and further containing Fe and Ni, substantially as set 
forth in claims 48 or 49. 



Response to Amendment/Arguments 

19. In the response filed on May 25, 2005, applicant amended claims 27, and submitted 
various arguments traversing the rejections of record. 

Applicant's request for reconsideration of the finality of the rejection of the last Office 
action is persuasive and, therefore, the finality of that action is withdrawn (in particular, 
applicant argued the rejection of claim 41, which was previously amended to include the features 
of claim 43, and newly rejected by JP'339, was improper). 

20. Applicants arguments with respect to pending claims have been considered but are moot 
in view of the new ground(s) of rejection. 

21. Applicant's argument that the present invention is allowable over the prior art of record 
because the prior art does not mention various elements such as Ni, Cu, Mn, P, etc. are present 
has been found persuasive (see "Metals Handbook: Desk Edition" for background on Pt alloys, 
etc.). 
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Conclusion 



22. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Janelle Combs-Morillo whose telephone number is (571) 272- 
1240. The examiner can normally be reached on 8:30 am- 6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 





June 22, 2005 



SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 1700 



